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Code 
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2,520 


1804 
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100G 
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1254 


1,590 






1255 


2.160 


2255 
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2402 
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1,000 
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1.510 
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2452 


250 
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1,500 


2453 
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1,400 
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'2502 


400 
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50 
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50 


1806 
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160 


ao2i 


40 
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40 
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395 
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395 
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2801 


395 
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900 
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'Reduced by Basic Filing Fee Paid 
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Surcharge - lale filing tee or oath 
Surcharoo - late provisional filing 
fee or cover sheet 
Non-English specification 
, For nfing a requcyt tor ex pQrto 
reexamination 

Requesting publication of SIR prior 

lo Examiner action 

Requesting publication of SIR prior 

Examiner action 

Extension for reply wiihin first 

month 

Extension lOr reply within socopd 
month 

Extension for reply wilhin third 
month 

Exlonsion for reply within fourth 
month 

Exlonsion for reply within fifth 
month 

Notice of Appeal 

Filing a brier in support of en 

appeal 

Request for oral hearing 
Petition lo instilule a public use 
pr oc eedmg 

Pe Li l ion to revive - unavoidable 
Petition to revive - unintentional 
Utilily issue fee (or reissue) 
Design issue roo 
Plant issue fee 

Processing fee under 37 CFR 

Submission of Information 
Disclosure Stmt 

Recording each patent assignment 
per properly (times number of 
properties) 

Filing a submission altar final 
rejecTion <37 CFR § 1.129(a)) 
For each additional invention to bo 
examined (27 CFR § 1.123(b)) 
Request for Continued Exarrtnaiicn 
<RCE) 

Request for expedited examination 
of a design application 
Statutory Disclaimer 



Foe Paid 



SUBTOTAL (3) 
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Response dated March 8, 2005 Atty Dkt No 8500 _0256 10 

Reply lo Office Action of February X, 2005 SRI No. US 4033-3 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 



RECEIVED 

CENTRAL RAX CENTER 



Confirmation No. 5320 ' « n n „„- 

AsutoshNigam MAR 0 8 2005 

Serial No.: 10/774,340 Group Art Unit: 1773 

Filing Dale: February 6, 2004 Examiner: Moniquc R. JACKSON 

Title; PREPARATION OF IMAGES ON A SUBSTRATE SURFACE UTILIZING AN Ol'AQUR 
COATING COMPOSITION THAT BECOMES TRANSPARENT UPON PRINTING 

RESPONSE TO REQ UIREMENT FOR RESTRICTION AND ELECTION OF SPECIES 

Commissioner for Patents 
Washington, DC 20231 

Sir: 

This is in response to the Office Action mailed February 8, 2005, In the Office Action, 
restriction between the following two groups or claims has been required: 

L Claims 1-40 and 47-55, drawn to a process for producing an image; and 
II. Claims 41-46 and 56-62, drawn to a coated substrate. 

A species election has also been required from among the following claimed opaque coaling 
compositions; 

1 . The combination of a monomcric polyacid and a monomelic polybasc; 

2. The combination of a monomelic polyacid and a polymeric polybasc; and 

3. The combination of a polymeric polyacid and a monomelic polybasc. 

A further election of particular species compounds has also been required for each of the 
monomcric polyacid, polymeric polyacid, monomcric polybasc, and polymeric polybasc. 

Response to Restriction Requirement: 

Applicant elects GroupJ, claims t-40 and 47-55 . with traverse. 

Applicant respectfully traverses the Restriction Requirement since the reasons cited in the Office 
Action do not support the statement that the "product as claimed can be made by another and ma terially 
different process" (emphasis added). In fact, no actual reference to such a hypothclically "materially 
different process" is even cited in the Office Action. Instead, only a reference to the product not requiring 
a recording liquid is mentioned. 
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Reply to Office Action of Fcbmary 8, 2005 

Applicant also respectfully submits that the reasoning provided in the Office Action is not 
pertinent to establishing support for the Restriction Requirement In particular, as claimed, the coaled 
substrate "becomes partially or entirely transparent upon contact with a recording liquid," while the 
claimed process comprises "contacting the coated substrate with a recording liquid that renders the 
opaque coating partially or entirely transparent". Since both the process and the product refer to the same 
characteristic provided to the coated substrate (i.e., the same substrate coaled with the same claimed 
opaque coating composition), no apparent distinction exists to warrant separating the claimed product 
from the process that produces such a product. In short, within the context of Die language utilized in the 
claims, there is no "materially different process" that could be utilized to produce the product having the 
claimed characteristic. At ihc veiy least, no such process has been mentioned in the Office Aclion to 
support the grounds relied upon for Restriction. 

For at least the foregoing reasons, withdrawal of the Restriction Requirement is requested. 

Response to Election of Species Requirement; 

Applicant elects the species wherein the opaque coating composition comprises a mo nomelic 
polyacid and a mo nomcric p o lybase . 

Applicant further elects the species wherein the monomcric polyacid is a carboxylic acid 
containing compound. For the purposes of conducting the initial search and examination only, applicant 
selects the dicarboxylic acid compound malcic acid. 

Applicant further elects the species wherein the monomcric polybase is an amine containing 
compound. For the purposes of conducting the initial search and examination only, applicant selects Ihc 
diamine compound cthylcncd famine. 

It is assumed that an election of the polymeric polyacid and polymeric polybase is not required in 
light ofthe above election of the monomcric species noted above. However, should the Examiner require 
such an election, applicant selects polyfacrylic acid) as the polymeric polyacid and polyclhylcnciminc as 
the polymeric polybase. 

Within Group T, claims [-40 and 47-55 are generic to an opaque coaling composition that 
comprises the elected monomcric polyacid and the monomcric polybase. In addition, claims 1-9, 2M0, 
and 47-55 arc believed to read on the elected process in which the claimed opaque coating composition 
includes a monomcric polyacid and a monomcric polybase, without positively reciting the presence of a 
polymeric polyacid and/or polymeric polybase (although these components may generally also be present 
within the scope of Ihc claims). 

Applicant notes this election of species and ultimate species is for the sole purpose of the carrying 
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Response dated March 8, 2005 

Reply to Office Aciion of February 8, 2005 



out tlic initial search and examination of the claims, and that upon allowance of a generic claim, applicant 
is entitled lo have all non-elected species encompassed by that claim examined (37 C.F.R. 1.141). 

Should the Rxaminer have any questions concerning this response, or wish to discuss the 
application as Ihc search and examination are initiated, a telephone call to the undersigned at (650) 330- 
0000 would be appreciated. 



Respectfully submitted, 




REED IP LAW GROUP 
800 Mcnlo Avenue, Suite 210 
Mculo Park, California 94025 
(650) 330-0900 Telephone 
(650) 330-0980 Facsimile 



l ; ;\Docnmcnl\8500\0256M0\Rcsponsc to RfcSlricltun.tioc 
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